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Decision

Summary of the facts

By an apphcation filed on 2 February 2012, Fyffes International, subsequently
Fyttes International Unlimited Company (‘the EUTM proprietor’) sought to
register the figurative mark

for the following list of goods:

Class 31 - Pineapples: bananas; fresh fruit and vegetables,
The EUTM proprietor claimed the colours:

Yellow (Pantone 123) Bloe (Pantone 2807 , Black {Process)

The application was published on 22 March 2012 and the mark was registered on
29 June 2012.

On 22 August 2017, Chiguita Brands L.L.C. (*the cancellation applicant™) filed a
request for revocation of the registered mark for all the above goods.

The grounds of the request for revocation were those laid down in Article 58(1)(a)
EUTME.

By decision of 26 April 2019 (*the contested decision’), the Cancellation Division
partially revoked the contested EUUTM for namely:

Class 31: Fresh fruit except pineapples and bananas; fresh vegetables,

The EUTM remained registered for the following goods:
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Class 31: Pineapples and bananas.,

It gave, in particular, the following grounds for its decision:

In the present case, the EUTM was registered on 29/06/2012. The revocation
request was filed on 22/08/2017. Therefore, the EUTM has been registered
for more than five years at the date of the filing of the request. The EUTM
proprietor had to prove genuine use of the contested EUTM during the five-
vear period preceding the date of the revocation request, that is, from
22/08/2012 to 21/08/2017 inclusive, for the contested goods.

On 2/02/2018 the EUTM proprietor submitted evidence as proof of use. The
evidence consists of a statutory declaration issued by Ms, [ | Director
of Corporate Affairs within the Fyffes Group of Companies, dated
31/01/2018. It explains the company profile and inclodes annual turnover and
sales figures of its products in respect of Ireland and the United Kingdom.
Said declaration attaches the following documents:

*  Exhibit AD 1: a copy of the Certificate of Incorporation on Change of
Mame of Fyffes International to Fyfles International Unlimited Company
dated 26/10/2016;

«  Exhibit AD 2: a document dated 23/01/2018 showing the schedule of the
HOYA trade mark registrations in different countries within and outside
the European Union since 1986;

= Exhibit AD 3; non-dated pictures showing bananas and boxes containing
]

bananas. The sign is displayed on the bananas and on the

boxes containing the bananas;

@ OO

f

»  Exhibit AD 4: a non-dated document showing labels as follows = ;

+  Exhibit AD 5: Thirty-nine invoices issued by Fyffes and addressed to
Total Produce Ltd. in Ireland dated between 2009 and 2017, The product
description shows Costa Rica Hoya; however the amounts in euros are
blacked out. Some of the invoices dated within the relevant period show
the goods *bananas’ next to the mark COSTA RICA HOYA;
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Exhibit AD 6: a letter issued from the European Marketing Director of
Total Produce PLC dated 01/12/2016 confirming that, for the relevant
goods, it is a customer of the proprictor selling HOYA bananas in the
Republic of Ircland to a number of retailers;

Exhibit AD 7: More than sixty invoices issued by BFS Bananas UK (one
of the companies under the Fyffes Group of Companies) and addressed to
different customers in the United Kingdom (Bristol, London, Cardiff,
Cornwall) dated between 2009 and 2017, The product description shows
Banana Colombia/Costa Rica Hoya; however the amount fields are empty
or blacked out;

Exhibit AD 8: a letter issued from the Director of Bristol Fruit Sales
(Bananas) Limited dated 15/01/2018 confirming that it has being selling
bananas and pineapples to retailers under the HOY A trademark;

Exhibit AD 9: More than seventy invoices of which some of them are
issued by Fyffes BV (one of the companies under the Fyffes Group of
Companies) and addressed to different customers in Germany, the
Benelux, the Czech Republic, the UK, France, Latvia, Lithuania, Poland
and the Netherlands between 2012 and 2017, The product description
shows Pineapples Costa Rica Hoya and Banane/Plantains Hoya
Colombia; however some of the amounts in euros are blacked out. It also
includes a breakdown of sales per country of HOYA bananas and
plantains between 2011 and 2015;

Exhibit AD 10: a statement issued by on 26/11/2016,

owner of the |X |ﬂrm (one of the proprietor’s customers). He states
that he is one of the customers of bananas branded under the HOYA
mark and that the [x | firm sells those products to small
supermarkets, shops and groceries within Amsterdam. It also includes
three amnexes: pictures of the products, sales history of BV
(2016} and pictures showing boxes containing plantains réady to be

delivered to retailers and which bear the sign |

T

Exhibit AD 11: photographs showing how the products bearing the

sig appear at pomts of sale of the retailer LIDL. The
extracts are not dated and the points of sale seem to be located in the
United Kingdom considering that the price of the products are shown in
‘p’ which refers to “penny’, the smallest unit of money in the UK

Exhibit AD> 12: several quality control teports of pineapples dated 2017,
It encloses pictures showing boxes containing pineapples, bearing the
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sign from Costa Rica dated in 2013 and 2014, and also from

Panama and Cape Town. A sample of the labels and

are also enclosed.

On 19 June 2018, the proprietor furnished additional evidence which consists
of the following:

Exhibit AD 13: A letter fromMr. [ |and Mr.
from Fruchtimport Van Wylick GmbH in Germany dated 11/06/2018

attesting to their purchase of pincapples bearing the sign
on a regular basis since 2012 and their subsequent sale of said goods (o
the supermarket cham Aldi;

Exhibit AD 14: a copy of a case file page (dated 21/03/2017) before The
Hague District Court between the same parties as in the current
cancellation proceedings containing photographs of bananas bearing the

sign B :

Exhibit AD 15: Twelve invoices issued between 2012 and 2017 which
were already submitted in the first batch on 2/02/2018 showing the sale
of pineapples to one client in Germany;

Exhibit AD 16: Twenty one invoices issued by Fyffes BV (one of the

companies under the Fyffes Group of Companies) and addressed to a
customer in Germany between 2012 and 2017, The product description
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shows Pineapples Costa Rica Hoya and the amounts in euros are blacked
ot

The proprietor states that the trade mark owner is the holding company owner
within The Fyffes Group of Companies. This Group includes the Irish
company Fyffes Limited, an Irish company Fyifes Tropical (Ireland) Limited,
a UK. company called Bristol Fruit Sales (Bananas) Limited and a Dutch
company Fyffes BV (hereinafter individvally and collectively called the
EUTM proprietor’s companies).

The fact that the EUTM proprietor submitted evidence of use of its marks by
a third party shows that it consented to this use (08/07/2004, T-203/02,
Vitafruit, EL:T;2004:225).

To this extent, and in accordance with Article 18(2) EUTMR, the
Cancellation Division considers that the use by those other companies within
the same group was with the EUTM proprietor’s consent and, therefore, is
equivalent to use by the EUTM proprietor itself.

On 19 June 2018, after the expiry of the original time limit, the proprietor
submitted additional evidence. The issue of whether or not the Office may
exercise the discretion conferred on it by Article 95(2) EUTMR 1o take it into
account can remain open, as the evidence previously submitted within the time
limit is sufficient to prove the required genuine use of the EUTM for some of
the goods for which it is registered, and the additional evidence does not
contain any reference to the remaining poods.

As regards the attachments to the statutory declaration, they are independent
pieces of evidence which back up the statements made in said declaration, and
therefore, the Cancellation Division considered that they are valid evidence
which must be duly considered.

Although some documents are not dated (exhibits AD3, AD4 and ADI1) or
are dated outside of the relevant period (some invoices), it must be noted that
the majority of the invoices {exhibits ADS5, AD7 and AD9) and the quality
controls of the pineapples (exhibit AD12), provide sufficient indications as to
the use of the contested mark during the relevant time period, namely, from
22/08/2012 to 21/08/2017. The evidence filed by the EUTM proprietor
contains sufficient indications concerning the time of use.

The relevant invoices clearly indicate that the products were addressed to
customers in Ireland, Germany, the Benelux, the Czech Republic, the UK,
France, Latvia, Lithuania, Poland and the Netherlands (exhibits ADS, AD7
and ADS),

From the evidence provided it can be seen that, not only did the proprietor
import goods into the EU, but it also sold the goods to customers within a
number of countries within the European Union (relevant invoices-exhibits
ADS5, ADT and AD9, and declarations from customers).
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Therefore, the evidence relates to the relevant territory and is sufficient to
show place of use of the contested trade mark.

In the present case, the majority of the documents show that the signs
w

nd ‘HOYA COSTA RICA/COLOMBIA® are used i connection
with certain goods to indicate the commercial origin and therefore they are
used as trade marks. Consequently, the consumers can distinguish the goods
from those of different manufacturers.

In the present case, the mark is registered as the figurative sign

The majority of the evidence, namely, the invoices (relevant invoice exhibits
ADS, AD7 and AD9) and the pictures, as well as the screenshots show the
following signs:

4

\ 4
\ 4
\ 4

1y R ) and 3) ‘HOYA COSTA RICA/COLOMBIA’,

The contested mark is a figurative mark which consists of an oval form with a
black background and outlined with a yellow border. Inside it, there is a
rhombus form depicted m yellow, inside of which the word ‘HOYA' is
represented in standard capital black letters. The word "HOYA’ does not have
any particular meaning in relation to the relevant goods for which the EUTM
is registered and is therefore, distinctive. The oval figurative element of the
sign as registered appears to be a commonly shaped label that might be
attached to the goods themselves and therefore, this element plays a
secondary role within the overall impression of the sign. The rhombus shape is
somewhat decorative and serves to frame the word element "HOYA;
however, it is still somewhat original and also has a degree of distinctive
character.
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In relation to the figurative signs 1) and 2) above, it cannot be denied that the
relevant documents show that the signs contain a rhombus form in red, inside
of which the term ‘"HOYA’ is represented and in 1) also the additional word
clement *COSTA RICA® at the bottom of the sign. The term ‘COSTA RICA’
is descriptive as to the origin of the goods in question, However, both signs
contain the distinctive element *HOYA® and the rhombus shape, albeit in a
different colour. In relation to sign 3) above, it also contains the distinctive
clement "HOYA® and the descriptive elements *COSTA RICA/COLOMBIA’
since they refer to the places whete the goods are produced.

As all of the signs as used contain the distinctive element “HOYA’, and indeed
the two figurative signs even coincide in the thombus shape, the Cancellation
Division considers that the signs used constitute use of the contested sign as
registered. In all of the signs the distinctive element ‘HOYA’ is clearly
diseerned and in signs 1) and 2) placed inside a thombus and the differing
elements between the figurative signs as used are confined to the colour of the
background and the oval black form of the contested sign which are merely
decorative elements.

As far as the addition of the element ‘COSTA RICA’ is concerned, it plays a
non-dominant role in its size and position and it is non-distinctive since it
refers to the place where the poods come from. All those clements do not
alter the distinctive character of the contested mark.

In the present case, the pictures and the packaging of the products only show
that the company sells certain goods. This set of evidence does not give any
indication as regards the sales figures or commercial volume,

The Cancellation Division notes that the proprietor has filed more than a
hundred invoices to prove use of its mark. In fact, the criteria of the extent of
use will not necessarily depend on the number of invoices but on the
commercial volume of the overall use, as well as the length of the period
during which the mark was used and the frequency of use.

In the case at hand, the invoices enclosed describe the products (hananas,
pineapples), Even though the amounts in euros or GBP were blacked out,
some of the relevant invoices nevertheless contained the quantity of the
products to customers throughout the relevant territory during the relevant
period (2012 to 2017). The invoices do contain the contested mark next to
the produets in the description line {(as a word mark).

Although it cannot be denied that certain inveices are dated outside of the
relevant period, the date of such invoices is in one or two months falling
directly after the relevant period; therefore, they cannot be immediately
disregarded since they provide indireet proof that the mark must have been
put to genuine use during the relevant period and that this use carried on
afterwards.

Moreover, the applicant states that those figures are insufficient to establish
prool” of use since the European banana and pineapple market is rather
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significant and submits evidence in support of its claim. On the other hand, the
proprictor has admitted that there has been a commercial decision for sales
under this particular trade mark to be modest in the context of both the trade
mark owner’s own market segment for bananas and the banana market as a
whole. The proprietor points out that it should not be penalised for this
commercial decision and a consequential low market share under its HOYA
trade mark. Regard should be taken of the evidence as filed and not the
positioning of the HOY A trade mark as a percentage of the banana, plantain
and pineapple market as a whole.

Although the amounts included in the invoices are not disclosed since they are
blacked out, taking into account the type of goods, the Court has held that
‘[u]se of the mark need not ... always be quantitatively significant for it to be
deemed genuine, as that depends on the characteristics of the goods or service
concerned on the corresponding market’ (11/03/2003, C-40/01, Minmuazx,
EU:C:2003:145, § 39). It is not possible to determine a priori, and in the
abstract, what quantitative threshold should be chosen in order to determine
whether use 5 genuine or not. A de minimis rule cannot therefore be laid
down. When it serves a real commercial purpose, even minimal use of the
mark can be sufficient to establish genuine use (27/01/2004, C-259/02,
Laboratoire de la mer, EU:C:2004:50, § 25, 27). Although the exact amount
of sales volumes is not disclosed, it can be seen from the invoices that the use
was long-term, frequent and regular; therefore, the applicant’s argument 1s
dismissed as unfounded.

The Cancellation Division notes that the pictures from the supermarket LIDL
in the United Kingdom (Exhibit AD11) showing the products at the point of
sale of the end consumers and the declaration from one of the proprietor's
customers (Exhibit AD10) stating that it sells the products to small
supermarkets, shops and groceries within Amsterdam are sufficient evidence
of sales to retailers. The applicant’s argument is dismissed as unfounded.

Bearing in mind the type of goods and that the relevant invoices are regular,
frequent and long-term and supported by the remaining documents, the
Cancellation Division considers that the evidence, taken as a whole, is
therefore sufficient to prove the extent of use of the registered mark, and
exceeds mere token use, at least in respect of some of the goods.

Consequently, the Cancellation Division finds that the documents filed
provide sufficient information concerning the commercial volume, the
duration and the frequency of use at least for some of the contested goods.

The evidence filed by the EUTM proprietor does not show genuine use of the

trade mark for all the goods against which the application for revocation was
directed.

According to Article 58(2) EUTMR, where there are grounds for revocation
in respect of only some of the goods or services for which the contested mark
is registered, the proprietor’s rights will be revoked for those goods and
services only.
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- The evidence (invoices, pictures) shows use in relation to ‘pincapples;
bananas’.

— The contested mark is registered for, inter alia, “fresh fruit’. In the present
case, the evidence proves use only for bananas and pincapples, belonging to
the following category in the specification: ‘fresh fruit’. Although the
proprietor is not required to prove use of all the conceivable variations of the
category of goods for which the mark is registered, use for only two types of
products from the very broad category of ‘fresh fruits’ does not justify
maintaining the registration for the mark for the entire broad category. Since
the goods for which use has been proven do not constitute a coherent and
objective subcategory of fresh fruit, the Cancellation Division finds that the
use was only i relation to two individual types of products ‘bananas and
pineapples”.

-~ However, the Cancellation Division considers that the evidence does not
prove use for the remaining goods included in the category of ‘fresh fruits’.

— As regards the remaining contested goods *fresh vegetables®, the evidence
provided does not show use of the mark for those goods.

— In conclusion, in the present case, the evidence provided shows genuine use
of the trade mark only for the following goods:

Class 31: Pincapples and bananas.

On 2 May 2019, the revocation applicant filed an appeal against the contested
decision, requesting that the decision be entirely set aside. The statement of
grounds of the appeal was received on 26 August 2019,

In 1ts response received on 8 November 2019, the EUTM proprietor requested
that the appeal be dismissed.

Submissions and arguments of the parties

The arguments raised in the statement of grounds by the cancellation applicant
may be summarised as follows;

Violation of the right to be heard

—  Fyffies submitted additional evidence and arguments after the expiry of the
original time limit. The Cancellation Division correctly questioned whether
this evidence should be taken into account. Ultimately, the Cancellation
Division left this questioned undecided, because it was - incorrectly — of the
opimon that the original evidence was sufficient to prove genuine use.,

—  With its first submission of 2 February 2018, Fyffes did not submit any
argumentation in support of the genuine use of the contested trade mark. The
respondent merely submitted a statutory declaration by its Director of
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Corporate Affairs, which together with several annexes was intended to
constitute evidence of use, Only with its additional submission of 19 June
2018 did Fyffes submit any argumentation, this despiie the fact that Fyfles had
ample opportunity to not only put forth its own arguments., but even to
anticipate Chiquita's arguments, due to the ongoing opposition proceedings
during which the issue of proof of use had already been raised, and the
ongoing Dutch proceedings between the parties wherein proof of use was also
extensively discussed. Nonetheless, Fyffes kept all its arguments silent until its
additional submission on 19 June 2018 (herenafier: the ‘Additional
Submission’). Several of the arguments belatedly put forward by Fyffes were
used by the Cancellation Division as vital grounds on which the contested
decision was based, but crucially, Chiguita was not granted any opportunity to
respond to these arguments. In doing so, the Cancellation Division violated
Article 94(1) EUTMR, which sets out that decisions of the Office shall only
be based on reasons or evidence on which the parties concerned have had an
opportunity to present their comments. The Cancellation Division has
furthermore violated Article 64(1) EUTMR, according to which the Office
shall invite the parties, as often as necessary, to file observations on
commumications from the other parties or the Office itself.

An example of the submissions on which Chiquita was not allowed to
comment is Fyffes' argument - which was raised for the first time in its
Additional Submission - that the minimal sales under the contested trade mark
would allegedly be the result of a conscious commercial decision to seek only
a modest market share. The Cancellation Division accepted this argument on
page 12 of the contested decision as a vital reason for concluding that the
extent of use of the contested trade mark exceeds mere token use,

The revocation applicant claims that had it been given the opportumty to
comment on this pomnt, then it would certainly have influenced the
Cancellation Division's decision.

Anather crucial point that Fyffes first discussed in its Additional Submission is
the question of use of the contested trade mark in a different form to how the
mark has been registered. With its inifial submission of 2 Febroary 2018,
Fyffes submitted evidence that related almost in its entirety to a completely
different device mark, ie. the EU device mark with registration number
3972 775, (heremafter: the ‘Red Fyffes Logo’, see Exhibit 2 Chiquita):

The Statutory Declaration submitted by Fyffes did not acknowledge in any
way that the accompanying annexes showed a different logo than the
contested trade mark and in fact, the entire declaration completely ignored the
fact that almost all the evidence had already been submitted in the opposition
proceedings as proof of use for the Red Fyffes Logo and the Benelux word
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mark ‘HOYA® with registration number 41 812 (herematfter: the ‘HOYA
Word Mark®, Extubit 19). Certainly, no argument was made that use of the
Red Fyffes Logo should be considered use of the contested trade mark.

Fyftes 'Additional Submission however, extensively discusses why it would be
entitled to rely on use of the Red Fyifes Logo as a form of the contested trade
mark, differing in elements which do not alter the distinctive character of the
mark as compared to the form in which it was registered, This argument was
accepted by the Cancellation Division on pages 10 and 11 of the contested
decision, despite not having allowed the revocation applicant to comment on
Fyffes' arguments. The Cancellation Division was furthermore incorrect to
accept use of the Red Fyffes Logo and the *HOY A Word Mark’ as use of the
contested trade mark in a different form.

In basmg its decision, amongst others, on the abovementioned reasons, the
Cancellation Division thus violated Article 94(1) and Article 64(1) EUTMR.
This presents a separate ground for the Board of Appeal to annul the
contested decision.

No use of the trade mark as registered

On page 11 of the contested decision, the Cancellation Division incorrectly
held that use of the following signs could be seen as use of the contested trade
mark in a form that does not alter the distinctive character of the mark as
registered in the sense of Article 18 EUTMR:

S 4 & & X 2

i ' ! aF BHUYALTISTA BICAJC DA L,

These signs (hereinafter respectively: “Sign 1°, *Sign 2" and “Sign 3* and
collectively the *Signs’) essentially consist of two of Fyffes' other registered
trademarks, namely the Red Fyffes Logo and the *“HOYA Word Mark®. Use
of these marks cannot validly constitute use of the contested trade mark in a
different form as under Article 18 EUTMR.

Purpose of Article 18 EUTMR

Article 18 EUTMR permits the trademark proprietor to update its logo to
changing market conditions, while still allowing the use of the updated logo to
contribute to the penuine use of the registered older device mark, provided
that the updated logo does not alter the distinctive character of the mark as
registered. This thus prevents the trademark proprietor from having to file
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every negligible change it makes to its registered logo as a separate trademark
registration in order to mamtain trademark protection.

However, this is not the situation in the present case. In fact, this case is
concerned with the opposite situation. Fyffes is not attempting to prove
genuine use of its older registered device mark by showing examples of its
newer logo as used in practice.

Rather, Fyffes has submitted examples of use of the old Red Fyftes Logo in an
attempt to prove genuine use of the newer contested trade mark. Yet that is
not the situation that Article 18 EUTMR was intended to cover.

As the CJEU explained in ‘Rintisch’, the framework of Article 18 EUTMR
‘makes it possible, where necessary, to anticipate changes that may occur in
the trade mark’s image and thus to adapt it to the realities of a changing
market’,

This indicates that Article 18 EUTMR iz only imtended to cover situations
where the use in practice of a newer (registered) trademark is employed to
show penuine use of an older registered trademark. The provision s not
intended to simply allow trademark proprietors to register a wide variety of
trademarks and maintain protection for all of these on the basis of the genuine
use of only one trademark.

As the CIEU set out in “Bambridge’, ‘it is not possible to extend, by means of
proof of use, the protection enjoved by a registered trade mark to another
registered mark, the use of which has not been established, on the ground that
the latter is merely a slight variation on the former’. Similarly, in *Menelous’,
the General Court held that Article 18 EUITMR *does not allow the proprietor
of a registered trade mark to avoid his obligation to use that mark by relying
to his advantage on the use of a similar mark covered by a separate

registration’.

It is for this reason that Fyffes cannot benefit from examples of use of the Red
Fyffes Logo and the *HOYA® word mark in order to prove genuine use of the
contested trade mark. Both the Red Fyffes Logo and the "HOYA’ word mark
are many years older than the contested trade mark. Perhaps Fyfies did intend
to switch to the contested trade mark when it was registered, but in practice
this switch never took place. In those circumstances, Fyffes cannot be allowed
to refer to any supposed use of the Red Fyffes Logo and the "HOYA® word
matk in an attempt to prove use of a younger registered device mark that was
never put to genune use.

Assessment of Article 18 EUTMR

Even if the Board of Appeal would conclude that Article 18 EUTMR also
applies to situations where use of an older registered trademark is employed

to prove genuine use of a younger registered trademark, then it must be
concluded that the conditions of Article 18 EUTMR have not been fulfilled in
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